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DETAILED ACTION 
Examiner's Note 

1 . The Examiner has pointed out particular references contained in the prior art of record in the body 
of this action for the convenience of the Applicant. Although the specified citations are representative of 
the teachings in the art and are applied to the specific limitations within the individual claims, other 
passages and figures apply as well. It is requested from the Applicant, in preparing the response, to 
consider fully the entire references as well as the context of all passages in the cited references as 
potentially teaching all or part of the claimed inventions. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1 .1 14, including the fee set forth in 37 CFR 
1 .17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on February 2 nd 2004 has been entered. 

Status of Ciaims 

3. Per the request for continued examination filed on February 2 nd 2004: 
Claims 1. 2. 10. 16. 21. 27. 29. 32. 36. 40, 42 f 47. 49 have been amended. 
Claims 13. 18. 20. 24. 28. 37. 48 have been cancelled. 

Claims 1-12. 14-17. 19, 21-23. 25-27. 29-36, 38-47. and 49-51 remain pending. 



4. 



Response to Request for Reconsideration 

The request for consideration filed on February 2 nd 2004 has been considered but is ineffective to 
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overcome Ahmad . US Patent No 5,925,127, and Liu x US Patent No 5,953,005. 

Response to Arguments 

5. Applicant's arguments have been fully considered but they are not persuasive: 
In regards to claims 1, 10. 16. 21. 27. 32, 36. 42. and 47 . 

Applicant reiterates the argument that there is no "process manager" in Ahmad that (1) creates 
and runs a process corresponding to the main executable file, (2) suspend the process if the process 
requests one or more optional files, and (3) re-starts the process if the one or more optional files are 
received. 

Examiner continues to disagree with this interpretation of the reference. Ahmad's SM (software 
monitor) module is a "process manager": it (1) creates and runs a "process" corresponding to the main 
executable file, (2) suspends the process if there is the need for one or more optional files (the license 
authorization files contained in the CICO module), and (3) re-starts the process if the one or more 
optional files are received (the proper license data are found in the CICO module), therefore allowing the 
rental software to execute, play, display, etc. 

Liu's applet performs all of the functions described above. In addition, Liu allows for additional 
files to be downloaded, fetched, retrieved, synchronized with other files, and executed accordingly. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
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was made. 



7. Claims 1-7. 10-12. 14-17. 19. 21-23. 25-27, 29-36. 38-44. 47. and 49-51 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Ahmad , US Patent No 5,925,127, in view of Liu, US Patent No 
5,953,005. 

As per claim 1 : 
Ahmad discloses 

A system for renting a software program in a distributed computing environment (wherein the 
rental software program includes a main executable file and optional files called by the main executable 
file that are executed by the main executable file to implement the rental software program, (Abstract; 
Summary of the Invention; Figs 1-3, associated text; Col 2, lines 15-25; see Response to Arguments), 
comprising: 

a server computer system for downloading the main executable file contained in the rental 
software program to be executed in said user computer system and means for automatically 
downloading the one or more optional files as requested by said user computer system (Ahmad: Figs 
1-3; associated text; see Response to Arguments); 

[a user computer system comprising] a process manager means further comprising means for 
creating and running a process corresponding to the main executable file, means for suspending the 
process if the process requests one or more optional files, and means for re-starting the process if 
said process manager means receives the one or more optional files from said server computer 
system (Ahmad: Figs 3-4, related description; Col 3, line 20 - Col 4, line 37; Col 9, line 38 - Col 10, 
line 49); 

Ahmad does not specifically disclose automatically requesting additional optional files. 

Liu discloses a system and method for providing access to digital media online which consists of 
downloading to a client computer a main file followed optionally by additional files (Abstract, Figs 1-4, 
related descriptions; Col 2, lines 15-36); 

wherein the rental software program includes a main executable file and optional files (Liu: 
Col 2, lines 15-36), [and] comprising: 

a user computer system including means for initially downloading the main executable file of 
the rental software program to begin execution of the rental software program and means, if an 
optional file is missing, for automatically requesting one or more optional files contained in the rental 



Application/Control Number: 09/641,535 
ArtUnit:3621 



Page 5 



software program in order to continue execution of the rental software program using the optional 
files (Liu: Abstract, Figs 1-3, Fig 4, related description; Col 2, lines 15-36). 

It would have been obvious to one ordinarily skilled in the art at the time the invention was made 
to have combined the multiple files download feature of Liu's invention with Ahmad's system to provide a 
more flexible and attractive software rental distribution system, allowing users to request, download, and 
pay for only the specific software modules they actually want to use. Such a system would have met all 
the limitations of claim 1 (see Response to Arguments). 

As per claim 2 : 

Ahmad in view of Liu discloses all the limitations of claim 1 . 
Ahmad and Liu further disclose 

a storage means for storing the main executable file, ..optional files ..and a list of optional files 
downloaded from said server computer system (Ahmad: Fig 1 , related description,); 

a monitor means for monitoring the process to determine whether the process requests the 
one or more optional files, and further comprising means for intercepting a message requesting the 
one or more optional files from the process (Liu: Figs 4, 9-10, related description; Col 2, lines 56-60; 
Cols 5 - 8), and means for automatically requesting the one or more optional files to said server 
computer system (Liu: Figs 4, 9-10, related description; Col 2, lines 56-60; Cols 5 - 8). 

It would have been obvious to one ordinarily skilled in the art at the time the invention was 
made to combine the cited features of Ahmad's and Liu's inventions to provide a flexible, interactive, 
and attractive system for renting software to users via online communications channels. 

As per claims 10 and 21 : 

Liu discloses 

A method [and computer-readable media] for renting a rental software program ...comprising: 
performing a communication connection between a user computer system and a server 

computer system based on a user-transparent install-free technology (Figs 1-2, related description; Col 

2, lines 15-33; note Col 2, lines 36- 39: "the user is completely unaware of the automatic delivery of an 

applet including data and instructions from a main database server"); 

displaying a list of rental software programs downloaded from the server computer system (Fig 

2; Col 2, lines 39-40); 
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selecting the rental software program in the list of rental software programs (Fig 2; Col 2, lines 

39-40); 

downloading a main executable file associated with the rental software program from the server 
computer system to run a process corresponding to the main executable file and begin execution of the 
rental software program (Fig 4, related description); 

if the process needs one or more optional files, downloading the one or more optional files from 
the server computer system... files (Fig 4, related description). 

Liu also discloses that files downloaded with a main program to the user's computer system 
have the capability to control the execution of said program, including fetching additional files as 
needed, inserting them into the execution of the main program, synchronizing them, streaming the data 
as needed (Fig. 4, Box 88, related description). It would have been obvious to one ordinarily skilled in 
the art at the time the invention was made that to make this possible would require the use of interrupt 
calls to the customer's system, and to have set up the system with the same limitations as cited by 
claims 13 and 24: 

.. downloading the optional files further comprising: monitoring the process in the file monitor in 
order to determine whether the process needs the one or more optional files; 

if the process needs the one or more optional files, hooking a message requesting the one or 
more optional files from process; 

suspending the process until the user computer system downloads the one or more optional 
files from the server computer system; and if the user computer system downloads the one or more 
optional files from the server computer system, re-running the process. 

It would have been obvious to one ordinarily skilled in the art at the time the invention was 
made to have combined Liu's multiple file download feature with Ahmad's software rental method to 
provide a dynamic software delivery system, wherein various modules of a software package may be 
delivered seamlessly and transparently to a client user, as each module is required. Such a system 
would also minimize storage demands on a user's computer system, as only the necessary software 
pieces would be downloaded from the server system. 

As per claim 16 : 

Ahmad discloses that his system will comprise a downloaded file called "software monitor" (SM) 
that controls and monitors the use of the main application program downloaded to the user's computer. 
The actual authorization to access the application program is further contained in another downloaded 
file, called a "check-in check-out module" (CICO). Once the rented application program has been used 
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and the authorization for its use has expired, the SM module will delete the CICO ( thus rendering the 
rented program inaccessible to the user (Figs 3-4, 5A-5B; Block 670 in Fig 5B; related description; Col 14, 
lines 7-14). Ahmad teaches that deleting key files downloaded onto a user's computer is a good method 
for preventing unauthorized access and/or use of the rental software. 

It would have been obvious to one ordinarily skilled in the art at the time the invention was made 
to implement a variation of Ahmad's method to a system of software rental/servicing that will comprise 
deleting the actual application program downloaded after it's been used. Such a variation would provide 
even stronger security because it would not leave any program code for a fraudulent user to attempt to 
hack into or copy. Such a system, combined with other features from Liu's invention, would meet all the 
limitations of claim 16, namely: 

A method for servicing an install-free application in an online software rental system, 
comprising: 

getting a list of applications available for a rental service from a server computer system (Liu: 

Fig 2;; 

establishing a rental session between a client computer system and the server computer 
system (Ahmad: Figs 1-2; Liu: Fig 1J; 

fetching one or more application software from a plurality of application software stored in the 
server computer system (Ahmad: Figs 1-2; Liu: Figs *\-2) ; 

executing the one or more application software in the client computer system using a main 
executable file and one or more optional files, wherein the one or more application software include ... 
using the optional files ; and if said prior step is complete, flushing the one or more application software 
rented from the server computer system (Ahmad: Figs 5A-B; Liu: Figs 3-5). 

As per claims 27 and 36: 

Both Ahmad and Liu disclose that the user's computer will serve as a means to select the 
software to be downloaded thus causing the software to be pulled from the server computer system. 
As such, Ahmad in view of Liu meet the limitations of claims 27 and 36: 

A system for renting a rental software program in a distributed computing environment, wherein 
[27] the rental software program includes a main executable file and one or more optional files 

called by the main executable file that are executed by the main executable file to implement the rental 

software program, 

[36] the system includes at least one client computer system and a server computer system 
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and the rental software program includes a main executable file and one or more optional files, 

comprising a first means for pulling the main executable file out of a server computer system to 
begin ...program; and a second means for pulling the one or more optional files out of the server 
computer system ..from the process. 

As per claim 32 : 

Liu discloses that his system may, without prompting from the user, download files to the 
user's computer system while the session is ongoing (Liu: Col 2, lines 34-52), thus pushing files to 
the user's system. It would have been obvious to one ordinarily skilled in the art at the time the 
invention was made to have set up a system comprising such push technology, combined with 
Ahmad's process manager feature, for the purpose of delivering additional content/information to a 
user's system while the user is involved in browsing or executing previously downloaded software. 
Such a system would meet the limitations of claim 32. 

As per claim 42 : 

Both Ahmad and Liu disclose servers that store software intended for view and download by 
users (Ahmad: Fig 1; Liu: Fig 1; related description). Both inventions also relate to fee-based 
application or multimedia software rental (Ahmad: Abstract, Col 8, line 58 - Col 9, line 15; Liu: Col 5, 
lines 13-17). Accordingly, and in view of the features already cited in the previous claims, Ahmad in 
view of Liu meet all the limitations of claim 42. 

As per claim 47 : 

Ahmad in view of Liu meet all the limitations of this claim as applied to the client portion of 
the system, based on the same citations used in claim 42 as well as previous claims above. 

As per claims 3 and 43 : 

Ahmad in view of Liu discloses all the limitations of claims 2 and 42. 

Ahmad further discloses that optional files sent with the downloaded main program may 
include control files that may be implemented as DLL (dynamic-link library) or OCX (Active X/OLE) 
files (Ahmad: Col 10, lines 39-49). Ahmad teaches that "the mechanism for downloading and 
launching [files] from the Internet is well known to those skilled in the art 1 . While neither Ahmad nor 
Liu specifically mentions files stored in the registry of a user's system, it would have been obvious to 
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one ordinarily skilled in the art that in order for files to be called and executed or used within a 
process, a list of those files would have had to be downloaded from the server and stored in the user 
system's registry. As such, Ahmad in view of Liu meets all the limitations of claims 3 and 43. 

As per claims 4, 29. 38 and 49 : 

Ahmad further discloses 

[a] system . . . wherein said user computer system further includes: 

protection means for protecting the rental software program rented from said server computer 
system to prevent an unauthorized use committed by said user computer system (Ahmad: Fig 3 - 5B, 
related description); and 

a billing database for storing billing information (Ahmad: Figs 5A-5B, related description). 

Neither Ahmad nor Liu specifically disclose 

a converting means for converting registry file information contained in the list of optional files 
into registry file information appropriate to said user computer system; 

However it would have been obvious to one ordinarily skilled in the art at the time the 
invention was made that both Ahmad's and Liu's inventions were targeted at user computer systems 
comprising many different operating systems (i.e. Windows/Intel, Apple Macintosh, Unix/Linux, etc.). 
Since the communications network utilized by all those systems include the World Wide Web and 
Internet, and also in view of the fact that Liu's system utilized Java applets (a universally usable 
technology) to deliver software, it would have been inherent that the capability to convert such 
downloaded files for use on different user computers would have been necessary. As a result, any 
system built using a combination of Ahmad's and Liu's inventions would have had to incorporate this 
limitation. 

As per claims 5, 30. 39 and 50 : 

Ahmad further discloses 

[a] system ... wherein the billing information includes a billing start time, a billing end time and 
the rental software program selected by said user computer system (Ahmad; Figs 5A-5B, related 
description; Col 11, lines 27-42). 
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As per claims 6. 31 and 40 : 

As per claims 16 and 21 above, Ahmad teaches a method of deleting critical authorization 
files in order to deny access and use of the downloaded software. It would have been obvious for 
one ordinarily skilled in the art at the time the invention was made to implement a variation of Ahmad's 
method to a system of software rental/servicing that will comprise deleting the actual application program 
downloaded after it's been used. Such a variation would provide even stronger security because it would 
not leave any program code for a fraudulent user to attempt to hack into or copy. Such a system, 
combined with other features from Liu's invention, would meet all the limitations of claims 6,31 and 40: 

A system.. . wherein said process manager means further comprising means for flushing the main 
executable file and the one or more optional files stored in said storage means when the process is 
complete based on the registry file information. 

As per claims 7. 35. 41 and 44 : 

Ahmad and Liu disclose that their system's servers include: 

a verification means for verifying said user computer system by using identification information 
of said user computer system stored in a user-information database (Ahmad, Figs 1-2, Liu: Figs 1 , 4-5; 
related description); 

a program database for storing path information of the main executable file, a list of rental 
software programs and a list of the optional files (Ahmad, Figs 1 -2, Liu: Figs 1 , 4-5; related description); 

an analyzing means for analyzing a new rental software program when the new rental software 
program is installed in said server computer system, wherein said analyzing means further comprises 
means for storing the path information of the main executable file and a list of the optional files, 
associated with the new rental software program, in said program database (Ahmad: Fig 3, Col 9, lines 
16-37; Liu: Figs 1-4, related description); 

a storage means for storing the main executable file and the one or more optional files; and 

a means for obtaining and sending the main executable file stored in said storage means when 
said user computer system selects the desirable rental software program (Ahmad, Figs 1 -3, Liu: Figs 1 , 
4-5; related description); and 

means for obtaining and sending the one or more optional files stored in said storage means 
when said user computer system optionally requests the one or more optional files to said server 
computer system (Ahmad, Figs 1-2, Liu: Figs 1, 4-5; related description). 



As per claims 11 and 22 : 
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Both Ahmad and Liu disclose authentication of users prior to delivery of software and services: 
The method [and computer-readable media] . . . wherein establishing the communications 
further comprises: performing the communication connection between the user computer system and 
the server computer system; and verifying the user computer system in the server computer system 
(Ahmad: Figs 3-5B t related description; Liu: Figs 4-5, related description). 

As per claims 12 and 23 : 

The limitations of these claims are all met by Ahmad in view of Liu: 

The method [and computer-readable media]... wherein downloading the file further comprises: 

downloading the main executable file and a list of optional files from the server computer 
system, wherein the optional files include a registry file (as per claims 3 and 43); 

converting registry file information contained in the list of optional files into registry file 
information appropriate to the user computer system (as per claims 4, 29, 38 and 49) and; 

running a file monitor and a protector, which protects the rental software program including the 
main executable file and the one or more optional files from an unauthorized use committed by the user 
computer system (see all above citations); 

storing a name of the rental software program selected by the user computer system and a 
billing start time in a billing information database of the user computer system; informing the server 
computer system of the billing start time (as per claims 5, 30, 39 and 50); and 

creating and running the process corresponding to the main executable file (Ahmad, Figs 5A-B; 
Liu, Figs 3-5, 7-10, related description). 

As per claims 14 and 25 : 

Liu discloses 

[A] method [and computer readable media] ...wherein the process completion step further 
comprises: 

determining whether the process has been complete; 

if the process has been complete, performing a procedure accompanying a process 
completion; 

determining whether the user computer system wants to select another rental software 
program; 

if the user computer system wants to select the another rental software program, repeating the 
steps to download the optional files; and 

if the user computer system does not want to select the another rental software program, 
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terminates the communication connection between the user computer system and the server computer 
system (Figs 4-5, 7-10, related descriptions). 

As per claims 15, 26 and 51 : 

Ahmad discloses 

[A] method [and computer-readable media]... wherein the process completion step further 
comprises: 

if the process has been complete, terminating the file monitor and the protector; 
storing a billing end time in the billing information database of the user computer system; 
informing the server computer system of the billing end time; and 

flushing the main executable file and the one or more optional files stored in the storage device 
of the user computer system (Figs 5a-5B, related description; see rejection of claim 16 above). 

As per claims 17 and 19 : 

Ahmad and Liu both disclose the limitations cited in these claims: 

The method as recited in claim 16, wherein the list of applications is established on Internet 
(Ahmad: Col 4, lines 38-40; Liu: Abstract). 

The method as recited in claim 16, wherein the one or more application software is authorized 
by the server computer system (see claims 1 1 and 22 above). 

As per claims 33 and 34 : 

Liu discloses that content may be automatically pushed to the customer's computer system 
once connection is established (Col 6, lines 18-27). As such, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made that this capability would lend itself perfectly 
to advertising, promotion, or delivery of free software to customers' systems. A system built using these 
teachings would have met with all the limitations of claims 33 and 34: 

[A] system ... wherein said first and second means are intended for advertisement 
[A] system ... wherein said first and second means are intended for freeware. 

8. Claims 8-9 and 45-46 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Ahmad in 
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view of Liu and further in view of Crawford . US Patent No 6,327,579. 
As per claims 8 and 45 : 

Ahmad and Liu are silent on the subject of logs being kept for billing purposes at the host site 
of their inventions. It would have been obvious to one ordinarily skilled in the art at the time the 
invention was made that such logs would have to be inherent in both Ahmad's and Liu's systems. 
However Crawford is explicit in such logs being kept and will be used as further prior art in the following 
claims: 

[A] system as recited. . ., wherein said server computer system further includes: 

a billing means for processing charge or fee to be paid for the usage of the main executable file 
and the one or more optional files associated with the rental software program provided to said user 
computer system (Crawford: Figs 18, 21 A, 21 C, 21 D, 21 E, 21 F, related description); 

a log database for storing a log file necessary for recovering said server computer system when 
said server computer system is not operable due to a serious error (Crawford: Abstract; Col 8, lines 28- 
38: Crawford discloses that client's data/application software may be backed up and restored in case of 
catastrophic failure. It would have been obvious to one ordinarily skilled in the art at the time the 
invention was made that such backup and restore procedures would have been implemented for the 
host data, operating systems, rental application programs and optional files as well); 

a recovery means for recovering said server computer system by using the log file stored in 
said log database when said server computer system is not operable due to the serious error (same as 
above); 

a schedule management means for managing a schedule of computer system and another user 
requests from said user computer system (all three cited inventors target their inventions at multiple 
users, who will simultaneously log in to host servers and make requests for application software, 
optional files, and other services. It would have been obvious to one ordinarily skilled in the art at the 
time the invention was made that a schedule management means would have been inherently 
incorporated at the host site, in order to efficiently manage the delivery of such software and services in 
real time); and 

a session management means for managing a communication session between said user 
computer system and said server computer system (same as above). 

As per claims 9 and 46 : 

The limitations cited in these two claims were addressed above for claims 3 and 43 and the 
claims are rejected on the same basis: 
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[A] system ..wherein said server computer system sends the list of optional files to said user 
computer system when said server computer system sends the main executable file to said user 
computer system and wherein the optional files includes a registry file. 
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